REMARKS 



Claims 1-7, 9, 15, 17, 19, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Motoda et al. (U.S. 5,496,408) in view of Shinozuka et al. (U.S. 
6,315,858). 

Claims 8, 11, 13, 14, 17, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Motoda et al. (U.S. 5,496,408) and Shinozuka et al. (U.S. 6,315,858) in 
view of Ohmi et al. (U.S. 5,313,982). 

Applicant respectfully disagrees with the Examiner's arguments. The crux of the 
disagreement seems to revolve around two elements of claim 1: (1) "an immovable flat plate 
fixed orifice having an aperture whose size cannot be changed after manufacture of the flat 
plate fixed orifice"; and (2)"wherein the movable flat plate fixed orifice has no vanes." 

The Examiner argues that the phrase "having an aperture whose size cannot be 
changed after manufacture of the flat plate fixed orifice" is a claim requirement of "intended 
use" and that "[s]etting the opening size to a set value in Motoda apparatus demonstrates a 
statis, immovable operation." 

The Examiner then argues that "it has been held that claim language that simply 
specifies an intended use or field of use for the invention generally will not limit the scope of 
a claim." Applicant respectfully disagrees that stating that the aperture's size cannot be 
changed after manufacture is an intended use. 

The Examiner refers to both MPEP 2106 and MPEP 21 1 1.02 for the rules regarding 
intended use. Applicant notes that MPEP 2106 refers to the rules regarding intended use as 
applied to a statutory subject matter analysis, not an obviousness or anticipation analysis. 
Applicant also notes that MPEP 21 1 1.02 refers to instances where the preamble statements 
recite an intended use, not where an intended use appears in the body of the claims. As such, 
Applicant does not believe that either of these sections are strictly controlling. Nevertheless, 
it is illustrative to examine these sections as they each describe the underlying basis for the 
rule. 

Specifically, MPEP 2106 discusses that "[ljanguage that suggests or makes optional 
but does not require steps to be performed or does not limit a claim to a particular structure 
does not limit the scope of a claim or claim limitation." It then provides examples of 
language that may raise a question as to the limiting effect of the language on the claim, and 
statements of intended use or field of use is one of those examples. Reading that section, 
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however, makes clear that even if an intended use is recited in a claim, it will be limiting if it 
actually requires that certain steps be performed or limits the claim to a particular structure. 
In the present case, the claim language at issue limits the claim to a particular structure (this 
will be described in more detail below). 

MPEP 2111.02 uses a similar analysis, stating that "[d]uring examination, statements 
in the preamble reciting the purpose or intended use of the claimed invention must be 
evaluated to determine whether the recited purpose or intended use results in a structural 
difference. . .between the claimed invention and the prior art. If so, the recitation serves to 
limit the claim. 

As such, it is clear that if the language in dispute limits the claim structure, it is a 
limitation on the claim, and the Examiner must then show it is taught in the prior art. 

Applicant respectfully submits that the Examiner is confusing the claim language 
"cannot" with the phrase "does not" or "is not. The word "cannot" means that what follows 
is not optional. It must be present. Here, the claim language makes clear that the size of the 
fixed orifice cannot be changed after manufacture. This is different than if the orifice could 
be changed after, but simply was not due to choice. 

The Examiner argues that the "Applicant's amendments, with the exception of 'absent 
vanes' are claim requirements describing the state of Motoda's iris valve." 1 Applicant 
respectfully disagrees. A structure's complete and utter inability to have a certain feature is 
not a state of the structure. It cannot be a state of a structure if the structure can never have 
such a feature. In other words, if a structure is completely incapable of being in a "state", it is 
not a state. 

As an example, assume the claim had read "a vehicle that cannot fly." This implies 
some sort of structural limitation on the vehicle that prevents it from flying (e.g. lack of 
sufficient engine power, a shape that prevents sufficient lift being generated, etc.) The 
Examiner could not then reject such a limitation by using a prior art reference to an airplane 
and then argue that "sometimes the airplane is parked in a hanger." An airplane does not lose 
the ability to fly merely because it is parked. Yet that is exactly what the Examiner is 
attempting to argue in the present case. Shinozuka's iris valve can change size after 
manufacture. Even though one may chose not to change the size of the iris valve, the fact 
that it can possibly be changed means that the valve is structurally different than the presently 

1 Applicant is unsure why the Examiner is referencing Motoda for the teaching of an Iris valve, since no such 
value is taught in Motoda. Applicant assumes the Examiner meant to say Shinozuka, which is the reference 
used to teach an iris valve. 
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claimed invention. The claimed invention's orifice cannot change size after manufacture. 
As such, Applicant respectfully believes that the language "whose size cannot be changed 
after manufacture" is a limitation on the claims and also differentiates the claims from the 
prior art. 

The Examiner further argues that the iris valve, when set to a set value opening size, 
"demonstrates a statis, immovable operation." Applicant is unaware of any possible 
definition of the term "immovable" that would allow the term to be read upon a structure that 
is capable of being moved with a simple command. The only thing that Shinozuka requires 
to alter the size of the iris valve is a command being sent instructing it to change the size. 
This clearly is not "immovable". While it may be static, at certain periods of time, it is not 
immovable if it can be moved, and certainly not if it can be moved easily. Applicant 
respectfully submits that the Examiner is improperly altering the meaning of ordinary words 
beyond what is reasonable. 

Applicant believes that all pending claims are allowable and respectfully requests a 
Notice of Allowance for this application from the Examiner. Should the Examiner believe 
that a telephone conference would expedite the prosecution of this application, the 
undersigned can be reached at the telephone number set out below. 

Respectfully submitted, 
BEYER LAW GROUP LLP 

/Marc S. Hanish/ 
Marc S. Hanish 
Registration No. 42,626 

P.O. Box 1687 

Cupertino, CA 95015-1687 

408-255-8001 
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